REMARKS 

Reconsideration of this application, as amended, is respectfully requested. 

In the Official Action, the Examiner rejects claims 1-7 and 10 under 35 § 
U.S.C. 112, first paragraph, as containing subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor, at the time the application was filed, had possession of the claimed invention. 

Firstly, the Examiner argues that the disclosure only describes the treatment 
unit as moving upward and back in line with the shaft and not moving downward as to the 
shaft. Therefore, the Examiner concludes that the limitation "capable of turning 
upward/downward and leftward/rightward as to the shaft of the insertion portion" is new 
matter. Applicants respectfully disagree for at least the following reasons. 

Although the disclosure does not disclose the treatment unit as moving below 
the shaft of the insertion unit, the disclosure does disclose the treatment unit moving upward 
from a position coaxial with the shaft of the insertion unit and the treatment unit then moving 
downward back to the coaxial position. Thus, the insertion unit is described as moving 
upward and downward as to the shaft of the insertion unit. Claim 1 merely recites that the 
movement of the insertion unit is "as to the shaft" and not that the upward movement is from 
a base position (e.g., the coaxial position) and the downward movement is also from the base 
position. As in the exemplary description in the disclosure, the downward movement does not 
have to be from a base position but can be from the upward position back to the base position. 

Secondly, and similarly, the Examiner argues that the disclosure only discloses 
the operating unit as moving upward and not moving downward. Applicants respectfully 
disagree for similar reasons as set forth with regard to the treatment unit. The upward 
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movement of the operating unit does not have to be from a base position but can be from the 
downward position back to the base position, as exemplified in the disclosure. 

Thirdly, the Examiner argues that the disclosure does not disclose matching the 
opening amounts for the treatment unit and operating unit. Applicants respectfully submit that 
"amount" means an angular amount opened by the treatment unit and a corresponding angular 
amount opened by the operating unit are the same. To clarify this feature, claim 1 has been 
amended to change "opening/closing amount" to -opening/closing angle-. Applicants 
respectfully submit that the amendment to claim 1 is fully supported in the original disclosure 
as being understood to those of ordinary skill in the art from a reading of the specification 
including the Figures. Thus, no new matter has been introduced into the disclosure by way of 
the present amendment to claim 1. 

Fourthly, the Examiner argues that the specification only discloses a single 
turning arm (e.g., 14b in Figure 2) and claim 2 recites two turning arms (left/right and 
up/down). 

In response, claim 2 has been amended to clarify the same. Although claim 3 
has not been rejected under 35 § U.S.C. 1 12, first paragraph, the same has been amended 
similarly to claim 2. The amendment to claims 2 and 3 are fully supported in the original 
disclosure, such as at Figure 8 of the drawings (see e.g., reference numerals 3, 4, 8, 9, 10, 1 1, 
31, 32, 34 and 35) and the accompanying portions of the specification. Thus, no new matter 
has been entered into the disclosure by way of the present amendment to claims 3 and 4. 

Accordingly, it is respectfully requested that the rejection of claims 1-7 and 10 
under 35 U.S.C. § 1 12, first paragraph, be withdrawn. 
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In the Official Action, the Examiner rejects claim 1 as being anticipated by 
U.S. Patent Application Publication No. 2002/0055758 to Sasaki (hereinafter "Sasaki"). 
Furthermore, the Examiner rejects claims 2-7 and 10 under 35 U.S.C. § 103(a) as being 
unpatentable over Sasaki. 

Tn response, Applicants respectfully traverse the Examiner's rejections under 
35 U.S.C. §§ 102(b) and 103(a) for at least the reasons set forth below. However, independent 
claim 1 has been amended as discussed above to clarify its distinguishing features. 

In the Official Action, the Examiner argues that all of the features of claim 1 
are disclosed in Sasaki. Applicants respectfully disagree for at least the reasons set forth 
below. 

While the instrument in Sasaki may be capable of moving the treatment unit 
(3) and operating unit (4) upward/downward and leftward/rightward, Sasaki does not disclose 
matching the angle of the opening of the treatment unit with the operating unit as is now 
recited in claim 1 . 

With regard to the rejection of claim 1 under 35 U.S.C. § 102(b), a surgical 

instrument having the features discussed above and as recited in independent claim 1, is 

nowhere disclosed in Sasaki. Since it has been decided that "anticipation requires the 

presence in a single prior art reference, disclosure of each and every element of the claimed 

invention, arranged as in the claim," 1 independent claim 1 is not anticipated by Sasaki. 

Accordingly, independent claim 1 patentably distinguishes over Sasaki and is allowable. 

Consequently, the Examiner is respectfully requested to withdraw the rejection of claim 1 

under 35 U.S.C. § 102(b). 

1 Lindeman Maschinenfabrik GMBH v. American Hoist and Derrick 
Company . 730 F.2d 1452, 1458; 221 U.S.P.Q. 481, 485 (Fed. Cir., 1984). 
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With regard to the rejection of claims 2-7 and 10 under 35 U.S.C. § 103(a), 



since independent claim 1 patentably distinguishes over the prior art and is allowable, claims 
2-7 and 10 are at least allowable therewith as depending from an allowable base claim. 
Consequently, the Examiner is respectfully requested to withdraw the rejection of claims 2-7 
and 10 under 35 U.S.C. § 103(a). 



In view of the above, it is respectfully submitted that this application is in 



condition for allowance. Accordingly, it is respectfully requested that this application be 
allowed and a Notice of Allowance issued. If the Examiner believes that a telephone 
conference with Applicants' attorneys would be advantageous to the disposition of this case, 
the Examiner is requested to telephone the undersigned. 



Scully, Scott, Murphy & Presser, P.C. 
400 Garden City Plaza, Suite 300 
Garden City, New York 1 1 530 
(516) 742-4343 
TS:cm 



Respectfully submitted, 
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